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by Kenneth E. Horton and Chad A. Grange

Recently, the Internet Corporation for Assigned Names and Numbers
(ICANN) approved a new “.XXX” top-level domain for use by the adult
entertainment industry. This approval raises serious concerns of infringement
and/or brand dilution if your trademarks are used by others in combination
with this .xxx domain (i.e., nike.xxx).

ICANN has provided the opportunity for trademark owners to preclude
use of their registered trademarks in combination with the .xxx domain. The
option to “opt-out” of such use runs from September 7, 2011 to October 28,
2011 and requires payment of a one-time fee, typically in the range of $200 to
$250 per domain name. Once blocked, the protected domain name will be
removed from the registration pool. Additionally, that url (www.nike.xxx)
will direct a user to a web page stating the excluded domain name is not
available for registration as an .xxx domain.

Opting-out of this registration will not preclude someone in the adult
entertainment industry from trying to secure that domain. Given that
the . XXX domain was created for the adult entertainment industry, members
of the adult entertainment industry who have a registered trademark or
another top level domain can still seek that domain, potentially causing a
conflict with “regular” trademark owners. There can be procedural advantages
by regular trademark owners of filing an “opt-out” request if there is a
conflict.

For additional information or assistance, please contact either Ken or
Chad.
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